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DETAILED ACTION 

This Office Action is in response to the amendment filed 09 March 2007. New 
claims 25-28 have been added. Claims 1-28 are pending. Claims 13-24 are withdrawn. 
Claims 1-12 and 25-28 are under final rejection. 

Claim Rejections - 35 USC §112- New Matter Rejection 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 and 2 are rejected under 35 U.S.C. §112, first paragraph, as failing to 
comply with the written description requirement. The claims contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventors, at the time the application was filed, 
had possession of the claimed invention. This is a NEW MATTER rejection. 

The new limitations "wherein the viral protein is not a protein of the Rous 
sarcoma virus", "PPXiY" and "YX 2 X 3 L" as recited in claims 1 and 2 are not supported by 
the original disclosure or claims as filed. 

The specification as filed does not provide sufficient written description of the 
above-mentioned "limitations". The specification does not provide sufficient support for 
the viral budding mediating motifs PPXiY and YX 2 X 3 L The specification only discloses 
PTAP (SEQ ID NO:1), PPXY (SEQ ID NO:2), and YXXL (SEQ ID NO:3) (see paragraph 
65-67); the instant claims now recite PPXiY and YX 2 X 3 L, which were not disclosed in 
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the specification. Therefore, the claims represent a departure from the specification and 
claims as originally filed. Applicant's reliance on generic disclosure (the budding 
mediating motif of a viral protein) and the limited species disclosed in Table 1 do not 
provide sufficient direction and guidance to the features currently claimed (PPXiY and 
YX 2 X 3 L). It is noted that a generic or a sub-generic disclosure cannot support a species 
unless the species is specifically described. It cannot be said that a subgenus is 
necessarily described by a genus encompassing it and a species upon which it reads. 
See In re Smith 173 USPQ 679 683 (CCPA 1972) and MPEP §2163.05. 

Furthermore, the recitation of "wherein the viral protein is not a protein of the 
Rous sarcoma virus" is a negative limitation that is not supported by the original 
disclosure. Applicants are advised that adding the express exclusion of certain 
elements implies the permissible inclusion of all other elements not so expressly 
excluded. This clearly illustrates that such negative limitation does, in fact, introduce 
new concepts. Any negative limitation or exclusionary proviso must have basis in the 
original disclosure. See Ex parte Grasselli, 231 USPQ 393 (Bd. App.1983), affd mem., 
738 F.2d 453 (Fed. Cir. 1984). In the instant case, the specification explicitly includes 
Rous sarcoma virus protein in Table 1 . 

Such limitations recited in the present claims, which did not appear in the 
specification, as filed, introduce new concepts and violate the description requirement of 
the first paragraph of 35 U.S.C. §112. Applicant is required to cancel the new matter in 
the response to this Office Action. Alternatively, applicant is invited to provide sufficient 
written support for the "limitations" indicated above. See MPEP §714.02, 2163.05-06 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The rejection of claims 1-5, 13-15, 17, and 18 under 35 U.S.C. §1 02(b) as being 
anticipated by Xiang et al. (1996) is withdrawn in response to Applicants' amendment 
adding the new matter limitation "wherein the viral protein is not a protein of the Rous 
sarcoma virus" in claim 1 , which necessitates the following new rejections : 

Claims 1-7, 9-12, 26, and 27 are rejected under 35 U.S.C. §1 02(b) as being 
anticipated by Gonzalez et al. (1996). 

The instant claims are drawn to a DNA molecule comprising a nucleic acid 
comprising a deletion mutation of the budding mediating motif of a SIV viral protein 
encoded by the nucleic acid and is associated with the virus budding process. 

Gonzalez et al. teach a plasmid comprising SIV nucleic acid comprising a 
deletion mutation in gag gene at the C-terminus, where the PTAP motif is located, 
according to Figure 1 . The deletion mutant nucleic acid is introduced into a vector also 
comprising SIV PR gene, which encodes for the SIV protease. See page 6385, left 
column and Figure 1 . Thus, the instant invention is anticipated by Gonzalez et al. 
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Claims 1-6, 10-12, 27, and 28 are rejected under 35 U.S.C. §1 02(b) as being 
anticipated by Yuan et al. (1996). 

The instant claims are drawn to a DNA molecule comprising a nucleic acid 
comprising a deletion mutation of the budding mediating motif of a Moloney murine 
leukemia virus (MMLV) viral protein encoded by the nucleic acid and is associated with 
the virus budding process, wherein the budding mediating motif consists of PPPY. 

Yuan et al. teach several plasmids carrying a deletion that removes 5 amino 
acids, DPPPY, from MMLV Gag p12 protein, or a deletion of the entire p12 region. See 
page 7251, left column, Plasmids and mutants, Figure 1. Thus, the instant invention is 
anticipated by Yuan et al. 

Claims 1-6, 10-12, 25 and 27 are rejected under 35 U.S.C. §102(b) as being 
anticipated by Wilk et al. (2001 ). 

The instant claims are drawn to a DNA molecule comprising a nucleic acid 
comprising a deletion mutation of the budding mediating motif of a HIV viral protein 
encoded by the nucleic acid and is associated with the virus budding process. 

Wilk et al. teach DNA constructs comprising genes encoding for HIV-1 Gag and a 
deletion of the p6 protein. The DNA constructs are cloned into baculovirus vectors. 
See page 761, Figure 1. The HIV-1 Gag p6 protein comprises the PTAP motif, 
according to paragraph [0065] in the specification. Thus, the instant invention is 
anticipated by Wilk et al. 
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Claims 1-12, 25 and 27 are rejected under 35 U.S.C. §1 02(b) as being 
anticipated by Royer et ai (1997). 

The instant claims are drawn to a DNA molecule comprising a nucleic acid 
encoding for a HIV viral protein comprising a deletion mutation at the budding mediating 
motif and encoding for one or more additional viral protein. 

Royer et a/, teach a DNA construct comprising deletion of HIV-1 Gag p6, the 
region containing the budding mediating motif, PTAP (SEQ ID NO:1). AcH7fs encodes 
for p6-deleted HIV-1 Gag and HIV-1 Pol, which contains reverse transcriptase (RT) and 
integrase (IN). The construct is in the pGmAcI 15T intermediate vector. See page 133, 
Figure 2. Thus, the instant invention is anticipated by Royer et ai 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The rejection of claims 8 and 9 under 35 U.S.C. §1 03(a) as being obvious over 
Huang et a/. (1 995 in IDS) in view of Xiang et a/. (1 996) is withdrawn in response to 
Applicants' amendment adding the new matter limitation "wherein the viral protein is not 
a protein of the Rous sarcoma virus" in claim 1 . 
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Conclusion 



Applicant's amendment necessitated the new grounds of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Louise Humphrey, Ph.D. whose telephone number is 
571-272-5543. The examiner can normally be reached on Mon-Fri, 9:30 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bruce Campell, can be reached at 571-272-0974. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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